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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Species I, drawn to fig. 1 , claims 1-2, 5-7, 10-12, 16- 
17, and 19 in the reply filed on April 30, 2007 is acknowledged. Because applicant did 
not distinctly and specifically point out the supposed errors in the restriction 
requirement, the election has been treated as an election without traverse (MPEP 
§818.03(3)). 

Upon consideration of the elected Species I, drawn to fig. 1, the Examiner has 
found at least claims 6 and 16 failed to qualify for the elected species. Evidence leading 
to conclude that claims 6 and 16 are drawn to Species II, fig. 2 can be found In the 
instant application's specification at pg. 5, lines 10-11 and pg. 7, lines 15-16. 
Specifically, claims 6 and 16 at least recite, inter alia, a printed circuit board, for which Is 
drawn to fig. 2. 

Claims 3 -4, 6, 8 - 9, 13 - 16, and 18 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b) as being drawn to a nonelected Species II - IV, there 
being no allowable generic or linking claim. Election was made without traverse In the 
reply filed on April 30, 2007. 

Currently, claims 1 - 2, 5, 7, 10 - 12, 17, and 19 are pending. 
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Priority 

Receipt is acknowledged of papers submitted under 35 U.S.C. 119(a)-(d), which 
papers have been placed of record in the file. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on April 12, 2006 was filed 
before the mailing date of the first Office Action on the merits. The submission is in 
compliance with the provisions of 37 CFR 1.97. Accordingly, the information disclosure 
statement is being considered by the examiner. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the subject matter of 
claim 12, e.g. two coils must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
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changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Specification 

The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction 
of the following is required: 

Claim 5 recites the limitation "conductive track" at line 2. The Examiner cannot 
find in the instant application's specification the description "conductive track" to be 
associated with fig. Vs elements. 



Claim Objections 

Claim's 1 and 12 are objected to because of the following informalities: the 
limitation "deposited" found at line 2 of claim 1 and line 3 of claim 12 needs to be 
replaced with another word. Deposited is closely related to fabrication terminology. 
Applicant is claiming a device, not fabricating a device. Suggested replacement would 
be "provided". Appropriate correction is required. 
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Claim 12 is objected to because of tlie following informalities: 
These limitations: 

1. "the chip" in line 2 

2. "the layer of permeable material" in line 2 

3. "the surface" in line 3 

4. "the first conductor element" in line 4 

5. "the first side" in line 4 

6. "the second conductor element" in line 6 

7. "the second side" in lines 6-7 

8. "the interconnection" in line 8 

9. "the winding" in line 12 

There are insufficient antecedent basis for these limitations in the claim. 

The method of writing claim 12 needs to be restructured. At line 14, the limitation 
"to form a coil as claimed in claim 1" should at least be near the preamble. Such 
limitation does not entirely agree with the preamble and body language of claim 12. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 -2. 5. 7. 10-12, 17, and 19 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Nmh Hsieh et al. (European Patent App. Pub. No. 0 725 407 A1), 
hereinafter as IBM. 

Regarding claim 1, figs. 2A - 3E of IBM teaches a coil comprising 

a layer of permeable material (ref. no. 40) deposited in a chip of an integrated 
circuit (col. 3, lines 15 - 17) in a plane substantially parallel to a surface of a substrate 
of the chip (ref. no. 300; as seen in fig. 3A), 

a first conductor element (ref. nos. M2 and 70) arranged at a first side of the 
permeable material (40) facing away from the substrate (as seen in fig. 2A), 

a second conductor element (ref. nos. Ml and 10) arranged at a second side of 
the permeable material opposite to the first side (as seen In fig. 2A), 

an interconnection (ref. nos. VI and 60) for interconnecting a first end of the first 
conductor element and a first end of the second conductor element (as seen in fig. 2A), 

wherein the interconnection, the first conductor element and the second 
conductor element are arranged for forming a winding around the permeable material 
(as seen in figs. 2A and 3A), the winding extending in a plane substantially 
perpendicular to the surface of the substrate (as seen in figs. 2A and 3A). 



Regarding claim 2, IBM teaches a coil as claimed in claim 1, IBM teaches 
wherein the first conductor element is part of the integrated circuit (col. 3, lines 15 - 



17). 
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Regarding claim 5, IBM teaches a coil as claimed in claim 1, IBM teaches 
wherein the second conductor element comprises a conductive track (col. 4, line 23) on 
the chip and is arranged between the permeable material and the substrate (as seen in 
figs. 2A and 3A). 

Regarding claim 7, IBM teaches a coil as claimed in claim 1, IBM teaches 
wherein 

a plurality of first conductor elements (ref. nos. M2 and 70) is arranged at a first 
side of the permeable material facing away from the surface of the substrate (as seen in 
figs. 2A and 3A), 

a plurality of second conductor elements (ref. nos. Ml and 10) is arranged at a 
second side of the permeable material opposite to the first side (as seen in fig. 2A), and 

a plurality of interconnections (ref. nos. VI and 60) being arranged for 
interconnecting the plurality of first conductor elements and the plurality of second 
conductor elements in a chain (as seen in fig. 2A), 

wherein the interconnections the first conductor elements and the second 
conductor elements are arranged for forming a winding around the permeable material 
for conducting current (i) in turns of the winding (inherent) being substantially 
perpendicular to the surface (as seen in figs. 2A and 3A). 
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Regarding claim 10, IBM teaches a coil as claimed in claim 1, IBM teaches 
wherein the coil, when energized,, generates a magnetic field having a direction 
substantially parallel with the surface (inherent; also see note 1 below). 

Note 1 : A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In essence, apparatus 
claims cover what a device is, not what a device does. See MPEP § 21 14. 

While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In the instant case, generating a magnetic field in a 
direction would not result in a structural difference. Therefore,* it does not distinguish 
from prior art. 

Regarding claim 11, IBM teaches a coil as claimed in claim 1 , IBM teaches 
wherein the coil is arranged (see fig. 2A) for being most sensitive for a magnetic field 
component having a direction parallel with the surface (inherent; also see note 1 below). 

Note 1 : A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. In essence, apparatus 
claims cover what a device is, not what a device does. See MPEP § 21 14. 
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While features of an apparatus may be recited either structurally or functionally, 
claims directed to an apparatus must be distinguished from the prior art in terms of 
structure rather than function. In the instant case, a magnetic field having a direction 
would not result in a structural difference. Therefore, it does not distinguish from prior 
art. 

Regarding claim 12, figs. 2A - 3E of IBM teaches an integrated circuit (col. 3, 
lines 15-17) comprising: 

the chip (col. 3, lines 15-17) with a substrate (ref. no. 300; as seen in fig. 3A), 
the layer of permeable material (ref. no. 40) deposited in the plane substantially parallel 
to the surface of the substrate (as seen in figs. 2A and 3A) and 

the first conductor element (ref. nos. M2 and 70) arranged at the first side of the 
permeable material facing away from the substrate (as seen in fig. 2A), 

the second conductor element (ref. nos. Ml and 10) arranged at the second side 
of the permeable material opposite to the first side (as seen in fig. 2A), and 

the interconnection (ref. nos. VI and 60) for interconnecting the first end of the 
first conductor and the first end of the second conductor element (as seen in fig. 2A), 

wherein the interconnection, the first conductor element and the second 
conductor element are arranged for forming the winding around the permeable material 
(as seen in figs. 2A and 3A), turns of the winding extending in a plane substantially 
perpendicular to the surface of the substrate to form a coil as claimed in claim 1 (as 
seen in figs. 2A and 3A). 
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Regarding claim 17, IBM teaches an electronic apparatus comprising a coil as 
claimed in claim 1 (inherent in view of col. 8, lines 27 - 30 and col. 1, lines 12-31). 

Regarding claim 19, fig. 7 of IBM teaches a two-dimensional antenna (col. 7, 
lines 11-15 teaches that such structure can find wide application in micro-machining 
structures, however, such inductive structures are also inherently used in 
communication structures, col. 1, lines 18-21) comprising: 

a coil (ref. chars. A and A') as claimed in claim 1 (see claim 1 rejection), and 

a further coil (ref. chars. B and B') comprising a conductor (col, 7, lines 15-17) 
arranged around the layer of permeable material (col. 7, lines 8 - 9) in a plane 
substantially parallel to the surface (as seen in fig. 7), 

wherein the layer of permeable material forms a core for both the first mentioned 
coil and the further coil (col. 7, lines 8 - 9). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Hoang-Quan Ho whose telephone number is (571) 272- 
871 1 . The examiner can normally be reached on Monday - Friday, 9 AM - 5 PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner*s 
supervisor, Steven Loke can be reached on (571) 272-1657. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should, 
you have questions on access to the Private PAIR system, cpntact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/HQH/ STEVEN LOKE 

Hoang-Quan Ho SUPERVISORY PATENT EXAMINER 



July 2, 2007 



Junior Examiner 




